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Art Unit: 3693 

DETAILED ACTION 

Priority 

1 . It is noted that this application appears to claim subject matter disclosed in prior 
Application No. 09/198,244, filed 1 1/24/1998 and Foreign Application No. 62393/1997, 
filed 1 1/24/1997. A reference to the prior application must be inserted as the first 
sentence(s) of the specification of this application or in an application data sheet (37 
CFR 1 .76), if applicant intends to rely on the filing date of the prior application under 35 
U.S.C. 119(e), 120, 121, or 365(c). See 37 CFR 1 .78(a). For benefit claims under 35 
U.S.C. 120, 121, or 365(c), the reference must include the relationship (i.e., 
continuation, divisional, or continuation-in-part) of all nonprovisional applications. If the 
application is a utility or plant application filed under 35 U.S.C. 11 1(a) on or after 
November 29, 2000, the specific reference to the prior application must be submitted 
during the pendency of the application and within the later of four months from the 
actual filing date of the application or sixteen months from the filing date of the prior 
application. If the application is a utility or plant application which entered the national 
stage from an international application filed on or after November 29, 2000, after 
compliance with 35 U.S.C. 371, the specific reference must be submitted during the 
pendency of the application and within the later of four months from the date on which 
the national stage commenced under 35 U.S.C. 371(b) or (f) or sixteen months from the 
filing date of the prior application. See 37 CFR 1 .78(a)(2)(H) and (a)(5)(ii). This time 
period is not extendable and a failure to submit the reference required by 35 U.S.C. 
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1 19(e) and/or 120, where applicable, within this time period is considered a waiver of 
any benefit of such prior application(s) under 35 U.S.C. 119(e), 120, 121 and 365(c). A 
benefit claim filed after the required time period may be accepted if it is accompanied by 
a grantable petition to accept an unintentionally delayed benefit claim under 35 U.S.C. 
119(e), 120, 121 and 365(c). The petition must be accompanied by (1) the reference 
required by 35 U.S.C. 120 or 119(e) and 37 CFR 1.78(a)(2) or (a)(5) to the prior 
application (unless previously submitted), (2) a surcharge under 37 CFR 1.17(t), and (3) 
a statement that the entire delay between the date the claim was due under 37 CFR 
1 .78(a)(2) or (a)(5) and the date the claim was filed was unintentional. The Director 
may require additional information where there is a question whether the delay was 
unintentional. The petition should be addressed to: Mail Stop Petition, Commissioner 
for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450. 

If the reference to the prior application was previously submitted within the time 
period set forth in 37 CFR 1 .78(a), but not in the first sentence(s) of the specification or 
an application data sheet (ADS) as required by 37 CFR 1.78(a) (e.g., if the reference 
was submitted in an oath or declaration or the application transmittal letter), and the 
information concerning the benefit claim was recognized by the Office as shown by its 
inclusion on the first filing receipt, the petition under 37 CFR 1.78(a) and the surcharge 
under 37 CFR 1.1 7(t) are not required. Applicant is still required to submit the reference 
in compliance with 37 CFR 1 .78(a) by filing an amendment to the first sentence(s) of the 
specification or an ADS. See MPEP § 201.11. 
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Specification 

2. The disclosure is objected to because of the following informalities: 1) a space is 
needed between terminal(ATM) on page 1, line 17; 2) the word "similarly" should be 
"similar" on page 5, line 23. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 5,517,569 to Clark in further view of U.S. Patent No. 4,223,403 to Konheim, 
et aL 
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Regarding applicant claims 1 and 2: 

A home banking method comprising: 
Clark discloses: 

i. A PC that can be used for home banking (col. 3, lines 61-57 
and Fig. 1) 

a. reading and encoding coded information on a card; 

ii. Smart and magnetic strip readers (col. 4, lines 42-52) for cards 
that contain encoded information (col. 10, lines 57-60). 



b. transmitting the encoded information to a system connected to a remote computer 
network; 

iii. "...a technique for transmitting encrypted data to a host 
computer from a remote personal computer." (col. 1, lines 7-10). 



c. inputting a secret number after receiving an indication that access to the system 

through the remote computer network has been allowed; 

iv. "... a keypad which permits the user to directly enter 
confidential data (e.g. PIN) into the encryption module." (col. 2, lines 
31-33) The system can indicate, via a prompt, that user enter such 
confidential information (col. 7, lines 16-20 and Fig. 8). 
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d. encoding the secret number and transmitting the encoded secret number to the 
system; 

v. "The enctryption module thereafter encrypts the confidential 
data and transmits the encrypted data to the PC, whereupon the 
encrypted data may be transmitted to the host computer via 
modem." (col. 2, lines 33-36) 

e. requesting a user's home banking service transaction; 

vi. User can "... select one or more banking options. ..for example 
a funds transfer operation..." (col. 6, lines 20-25) 

f. displaying the home banking service transaction result; 

vii. Windows capability for performing banking operations (col. 5, 
lines 4-7 and Fig. 4) 

g. confirming the home banking service transaction result; and 

viii. "Once host 102 has confirmed the transaction (col. 7, lines 49- 
53 and Fig. 8, Step 814)..." 

h. writing a user's home banking service transaction result on the card as encoded 
information. 
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ix. 



"The user may then be prompted to enter the smart card into a 



smart card reader/writer module... to effect the electronic update of 



the data resident on the smart card." 



(col. 8, lines 11-15) 



Although Clark provides for encryption using a PIN, or secret number, he i s silent 
on changing the user's secret number. 

Konheim, et al., in the same field of endeavor, teaches "... the PIN for each 
ACCT be arbitrarily choosable and alterable..." (col. 3, lines 14-16). Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of invention 
to allow for the changing the user's secret code as disclosed by Konheim, et al., 
motivated by the fact that Clark's invention encrypts data to enhance security for 
PIN transmission (col. 1, lines 53-58) and this feature, changing the secret 
number, would improve security and allow customers to change their secret 
number if they felt it had been compromised. 

Regarding claims 3 and 4: 

(Claim 3) The home banking method of claim 1 , wherein the step of changing a user's 
secret number includes: registering the new secret number in the system. 
(Claim 4) The home banking method of claim 1 , wherein the step of changing a user's 
secret number includes: confirming the change to the new secret number by the user. 
Clark further discloses: 
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A "... user enters a personal identification number (PIN) into 
the keypad to enable the transaction." (col. 1, lines 45-46) 
Therefore, the ability to enable a transaction would confirm that a 
new secret number has been changed and registered in the system. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kenneth L. Bartley whose telephone number is (571) 
272-5230. The examiner can normally be reached on Monday through Friday, 8:00 - 
5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jagdish Patel can be reached on (571) 272-6748. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




